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DETAILED ACTION 

Applicant's election with traverse of Group I along with Species I directed toward Figure 2 in the 
reply filed on 8-17-2005 is acknowledged. The traversal is on the ground(s) that applicant believes that 
"the search and examination of the entire application could be made without serious burden". This is not 
found persuasive because as indicated in the restriction requirement Groups I and II have different 
classifications which would present a serious burden on the examiner. Also there are eleven different 
species and the search for each of these species would present a serious burden on the examiner. The 
non-obvious variants between each of the species present a burden in both search and examination. Also 
note that MPEP 808.01(a) recites that "[s]ince the claims are directed to independent inventions, 
restriction is proper pursuant to 35 U.S.C. 121, and it is not necessary to show a separate status in the art 
or separate classification" Applicant's arguments are also not found persuasive for applicant has not 
traversed the election of species requirement on the grounds that the species are not patentably distinct. 

The requirement is still deemed proper and is therefore made FINAL. 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every feature of 
the invention specified in the claims. Therefore, the mounting board must be shown or the feature(s) 
canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1. 121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing sheet should include 
all of the figures appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as "amended." If a 
drawing figure is to be canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes made to the brief 
description of the several views of the drawings for consistency. Additional replacement sheets may be 
necessary to show the renumbering of the remaining figures. Each drawing sheet submitted after the filing 
date of an application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 3 7 CFR 1 . 1 2 1 (d) . If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in 
public policy (a policy reflected in the statute) so as to prevent the unjustified or improper timewise 
extension of the "right to exclude" granted by a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 
F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to overcome 
an actual or provisional rejection based on a nonstatutory double patenting ground provided the 
conflicting application or patent is shown to be commonly owned with this application. See 37 
CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal disclaimer. 
A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 
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Claims 1-3, 23, 26 and 32 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1,2, 11, and 12 of copending 
Application No. 10/735,676. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the claims of the '676 application recites the broad subject matter of the 
claims of the instant application plus additional subject matter. The issuance of the claims of the '676 
application would thereby provide coverage for the subject matter of the instantly claimed invention. 
However, the claims of the two applications utilizes different terminology for the same subject matter. 
For example the piezoelectric oscillator claimed in the instant application recites one or more lead frames 
wherein the terminals of these lead frame(s) are "arrayed in multiple tiers" (layers) that are "in a direction 
substantially perpendicular to a main plane of the lead frame". The claims of the '676 application recites 
a first and a second lead frame wherein the "end portions" i.e. terminals are bent in a direction receding 
the first package for the first lead frame and are bent in a direction approaching the first package for the 
second lead frame. The claims of the instant application recites that the IC or oscillating circuit element 
is mounted to one lead frame whereas the claims of the '676 application recites that the oscillating circuit 
element or IC is connected to a lead frame. The broad term connected includes the connection of 
mounting. Claims '676 do fail to recite that the device is sealed in resin. The claims of the '676 
application recites that the second package is molded out of resin. However, sealing an IC or circuit 
device in resin so as to protect the circuit from the outside environment is conventionally known in the 
art. Thus it would have been obvious to seal the device as claimed in the '676 application in resin to 
provide protection for the device as is well-known in the art. One of ordinary skill would have been 
motivated to make the combination so as to seal the device. IC's are well-known to save space. Thus the 
forming of the oscillating circuit via an IC would have been obvious to one of ordinary skill in the art so 
as to save space as is conventionally known to do so. Therefore the claims of the '676 does not present 
for a patentable distinction over the claims of the instant application for the addition of an IC for the 
oscillating circuit to the '676 claimed invention would have been obvious to one of ordinary skill in the 
art. Also the added limitation of the use of "lids" to seal the package as claimed by the '676 application 
likewise would have been obvious to one of ordinary skill in the art at the time the invention was made 
because the use of lids is conventionally known to provide a seal for a semiconductor package. One of 
ordinary skill in the art would have been motivated to provide the claimed invention with a lid since this 
is an art recognized equivalent way to seal a "package". 
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This is a provisional obviousness-type double patenting rejection because the conflicting claims 
have not in fact been patented. 

Claims 1-3, 23, 26 and 32 directed to an invention not patentably distinct from claims 1,2, 11, 
and 12 of commonly assigned application number 10/735,676. Specifically, Although the conflicting 
claims are not identical, they are not patentably distinct from each other because the claims of the '676 
application recites the broad subject matter of the claims of the instant application plus additional subject 
matter. The issuance of the claims of the 4 676 application would thereby provide coverage for the subject 
matter of the instantly claimed invention. However, the claims of the two applications utilizes different 
terminology for the same subject matter. For example the piezoelectric oscillator claimed in the instant 
application recites one or more lead frames wherein the terminals of these lead frame(s) are "arrayed in 
multiple tiers" (layers) that are "in a direction substantially perpendicular to a main plane of the lead 
frame". The claims of the '676 application recites a first and a second lead frame wherein the "end 
portions" i.e. terminals are bent in a direction receding the first package for the first lead frame and are 
bent in a direction approaching the first package for the second lead frame. The claims of the instant 
application recites that the IC or oscillating circuit element is mounted to one lead frame whereas the 
claims of the 4 676 application recites that the oscillating circuit element or IC is connected to a lead 
frame. The broad term connected includes the connection of mounting. Claims '676 do fail to recite that 
the device is sealed in resin. The claims of the '676 application recites that the second package is molded 
out of resin. However, sealing an IC or circuit device in resin so as to protect the circuit from the outside 
environment is conventionally known in the art. Thus it would have been obvious to seal the device as 
claimed in the '676 application in resin to provide protection for the device as is well-known in the art. 
One of ordinary skill would have been motivated to make the combination so as to seal the device. IC's 
are well-known to save space. Thus the forming of the oscillating circuit via an IC would have been 
obvious to one of ordinary skill in the art so as to save space as is conventionally known to do so. 
Therefore the claims of the '676 does not present for a patentable distinction over the claims of the instant 
application for the addition of an IC for the oscillating circuit to the '676 claimed invention would have 
been obvious to one of ordinary skill in the art. Also the added limitation of the use of "lids" to seal the 
package as claimed by the '676 application likewise would have been obvious to one of ordinary skill in 
the art at the time the invention was made because the use of lids is conventionally known to provide a 
seal for a semiconductor package. One of ordinary skill in the art would have been motivated to provide 
the claimed invention with a lid since this is an art recognized equivalent way to seal a "package". 
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Claims 1-3, 11, 23, 26 and 32 directed to an invention not patentably distinct from claim 1-12 of 
commonly assigned Patent number 6,917,142. Specifically, although the conflicting claims are not 
identical, they are not patentably distinct from each other because the claims of the 4 142 Patent recites the 
broad subject matter of the claims of the instant application plus additional subject matter. For example 
the piezoelectric oscillator claimed in the instant application recites one or more lead frames wherein the 
terminals of these lead frame(s) are "arrayed in multiple tiers" (layers) that are "in a direction 
substantially perpendicular to a main plane of the lead frame". The claims of the * 142 Patent recites that 
there are two lead frames wherein the first lead frame is bent away from the second package and the 
second lead frame is bent in a direction toward the second package and thus the terminals are arrayed in 
multiple tiers. The first connection terminal of the 4 142 Patent is recited as being a "mounting terminal" 
and thus is fully capable of mounting to a mounting board. The first package has the oscillator circuit but 
the 4 142 Patent fails to call this an IC. However, similar to above IC's are well-known to save space. 
Thus the forming of the oscillating circuit via an IC would have been obvious to one of ordinary skill in 
the art so as to save space as is conventionally known to do so. The claims of the 4 142 Patent recites that 
a molding resin is used and that the space between the first package and the second package is filled with 
a good thermal conductor but the claims do not exactly say that the device is sealed with resin. However, 
sealing an IC or circuit device in a good thermal conducting resin so as to protect the circuit from the 
outside environment is conventionally known in the art. Thus it would have been obvious to seal the 
device as claimed in the 4 142 Patent in a good thermal conducting resin to provide protection for the 
device as is well-known in the art. One of ordinary skill would have been motivated to make the 
combination so as to seal the device. . Also added limitation of the use of "lids" to seal the package as 
claimed by the 4 142 Patent likewise would have been obvious to one of ordinary skill in the art at the time 
the invention was made because the use of lids is conventionally known to provide a seal for a 
semiconductor package. One of ordinary skill in the art would have been motivated to provide the 
claimed invention with a lid since this is an art recognized equivalent way to seal a "package" 

Claims 1-3, 1 1, 23, 26 and 32 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-12 of U.S. Patent No. 6,917,142. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the claims of 
the 4 142 Patent recites the broad subject matter of the claims of the instant application plus additional 
subject matter. For example the piezoelectric oscillator claimed in the instant application recites one or 
more lead frames wherein the terminals of these lead frame(s) are "arrayed in multiple tiers" (layers) that 
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are "in a direction substantially perpendicular to a main plane of the lead frame". The claims of the ' 142 
Patent recites that there are two lead frames wherein the first lead frame is bent away from the second 
package and the second lead frame is bent in a direction toward the second package and thus the terminals 
are arrayed in multiple tiers. The first connection terminal of the ' 142 Patent is recited as being a 
"mounting terminal" and thus is fully capable of mounting to a mounting board. The first package has the 
oscillator circuit but the 6 142 Patent fails to call this an IC. However, similar to above IC's are well- 
known to save space. Thus the forming of the oscillating circuit via an IC would have been obvious to 
one of ordinary skill in the art so as to save space as is conventionally known to do so. The claims of the 
' 142 Patent recites that a molding resin is used and that the space between the first package and the 
second package is filled with a good thermal conductor but the claims do not exactly say that the device is 
sealed with resin. However, sealing an IC or circuit device in a good thermal conducting resin so as to 
protect the circuit from the outside environment is conventionally known in the art. Thus it would have 
been obvious to seal the device as claimed in the c 142 Patent in a good thermal conducting resin to 
provide protection for the device as is well-known in the art. One of ordinary skill would have been 
motivated to make the combination so as to seal the device. . Also added limitation of the use of "lids" to 
seal the package as claimed by the '142 Patent likewise would have been obvious to one of ordinary skill 
in the art at the time the invention was made because the use of lids is conventionally known to provide a 
seal for a semiconductor package. One of ordinary skill in the art would have been motivated to provide 
the claimed invention with a lid since this is an art recognized equivalent way to seal a "package". 

The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership (see MPEP § 2302). Commonly 
assigned applications/Patents, discussed above, would form the basis for a rejection of the noted claims 
under 35 U.S.C. 103(a) if the commonly assigned case qualifies as prior art under 35 U.S.C. 102(e), (f) or 
(g) and the conflicting inventions were not commonly owned at the time the invention in this application 
was made. In order for the examiner to resolve this issue, the assignee can, under 35 U.S.C. 103(c) and 
37 CFR 1 .78(c), either show that the conflicting inventions were commonly owned at the time the 
invention in this application was made, or name the prior inventor of the conflicting subject matter. 

A showing that the inventions were commonly owned at the time the invention in this application 
was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly assigned case as a 
reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for applications filed on or after November 
29, 1999. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

Claims 1 and 32 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by Kikushima 
5,912,592 (Kikushima). 

Figure 26(b) and the relevant text of Kikushima discloses a piezoelectric oscillator and housing 

for such having a plurality of leads formed by one or more lead frames(32, and 38a and 36) and terminals 

formed on the leads of the one or more lead frames (32, and 38a and 36) arrayed in "tiers" in a direction 

substantially perpendicular to the main plane of the lead frames. The paragraph bridging columns 2 and 3 

of Kikushima clearly recites that the piezoelectric oscillator is to be part of electronic equipement. Note 

that a lead frame is just a metallization. Thus 32 of Kikushima could constitute a lead frame and not that 

the contact to the "bottom" of the IC element is a terminal. The metalizations 36 and 38a can constitute a 

lead frame and the place where the bonding wires attach are the terminals of this lead frame. Note that 

the lead frame terminals of 36 and 38a are "tiered" i.e. they are at a different level than the terminal of the 

lead frame 32. Note that lead 38a has at least on terminal that connects to the piezoelectric resonator 53 

which his called "connectin terminals" by the claims. No details of the mounting board is given and the 

mounting board is not shown in the Figures of the instant application. This the terminals like 77 of 

Kikushima that are to be used in a socket are the mounting terminals. Note that the socket structure 

would constitute a mounting board. The resonator is sealed via lid 39. 

Claims 1, 2 and 32 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by Koichi JP 
2002-330027 (Koichi) of record. 

Figure 1 and the relevant text of Koichi discloses a piezoelectric oscillator and electronic device 

incorporating the oscillator. Note that the piezoelectric oscillator is for use in a "cellular phone" a well 

known type of electronic device. The piezoelectric oscillator of Koichi includes a plurality of leads 17 

wherein terminals are formed. Note that Koichi is silent on whether these leads are from a plurality of 

lead frames or a single lead frame. One set of terminals are formed by the bent up (erected) leads and 

forms "connection terminals" for connection to the piezoelectric resonator structure as is clearly 

illustrated. The other terminals or mounting terminals are bent downward (Also called erected by 

applicant.) so as to form mounting terminals or pads (Like 17b) that is fully capable of being mounted on 
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a mounting board. The piezoelectric resonant structure of Koichi is formed in a sealed package like that 
of Figure 6 of Koichi and as noted above this sealed package is mounted to the connection terminals. The 
oscillator circuit 4 is formed in the IC chip 6 and is mounted on the lead frame(s) as is clearly illustrated. 
The lead frame and the IC chip is sealed in an resin package 18 such that the principal surface for the 
mounting terminals are exposed outward along the sideface of these mounting terminals (Claim 1 1). The 
bending up and down of the leads to form terminals causes these terminals to be "arrayed in tiers in a 
direction substantially perpendicular to a main plane of the lead frame as is clearly illustrated by Koichi. 
Element 14 is also shown as exposed and these terminals can be called "adjusting terminals" and are 
fully capable of being used to adjust the properties and/or confirm the conduction between the resonator 
and the connection terminals. Koichi also clearly illustrates the lid 9 (Called covering by Koichi.) as 
having the upper face thereof externally exposed. As noted above Koichi is silent on whether or not the 
leads 17 are from a single lead frame or a plurality of lead frames. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 1-3, 1 1, 23, 26 and 32 are rejected under 35 U.S.C. 103(a) as being obvious over Koyama 
et al. 6,917,142 (Koyama). 

The applied reference has a common inventor with the instant application. Based upon the earlier 

effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 102(e). This 

rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 CFR 1.132 that any 

invention disclosed but not claimed in the reference was derived from the inventor of this application and 

is thus not an invention "by another"; (2) a showing of a date of invention for the claimed subject matter 

of the application which corresponds to subject matter disclosed but not claimed in the reference, prior to 

the effective U.S. filing date of the reference under 37 CFR 1.131; or (3) an oath or declaration under 37 

CFR 1.130 stating that the application and reference are currently owned by the same party and that the 

inventor named in the application is the prior inventor under 35 U.S.C. 104, together with a terminal 

disclaimer in accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing that 

the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 103(a). See 

MPEP § 706.02(1)(1) and § 706.02(1)(2). Although the conflicting claims are not identical, they are not 
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patentably distinct from each other because the claims of the ' 142 Patent recites the broad subject matter 
of the claims of the instant application plus additional subject matter. For example the piezoelectric 
oscillator claimed in the instant application recites one or more lead frames wherein the terminals of these 
lead frame(s) are "arrayed in multiple tiers" (layers) that are "in a direction substantially perpendicular to 
a main plane of the lead frame". The claims of the '142 Patent recites that there are two lead frames 
wherein the first lead frame is bent away from the second package and the second lead frame is bent in a 
direction toward the second package and thus the terminals are arrayed in multiple tiers. The first 
connection terminal of the 4 142 Patent is recited as being a "mounting terminal" and thus is fully capable 
of mounting to a mounting board. The first package has the oscillator circuit but the ' 142 Patent fails to 
call this an IC. However, similar to above IC's are well-known to save space. Thus the forming of the 
oscillating circuit via an IC would have been obvious to one of ordinary skill in the art so as to save space 
as is conventionally known to do so. The claims of the '142 Patent recites that a molding resin is used 
and that the space between the first package and the second package is filled with a good thermal 
conductor but the claims do not exactly say that the device is sealed with resin. However, sealing an IC or 
circuit device in a good thermal conducting resin so as to protect the circuit from the outside environment 
is conventionally known in the art. Thus it would have been obvious to seal the device as claimed in the 
'142 Patent in a good thermal conducting resin to provide protection for the device as is well-known in 
the art. One of ordinary skill would have been motivated to make the combination so as to seal the 
device. . Also added limitation of the use of "lids" to seal the package as claimed by the ' 142 Patent 
likewise would have been obvious to one of ordinary skill in the art at the time the invention was made 
because the use of lids is conventionally known to provide a seal for a semiconductor package. One of 
ordinary skill in the art would have been motivated to provide the claimed invention with a lid since this 
is an art recognized equivalent way to seal a "package". 

Claims 3, 5, 1 1, 23 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over Koichi 
JP 2002-330027 (Koichi) of record in view of Waki et al. 5,463,253 (Waki). 

Figure 1 and the relevant text of Koichi discloses a piezoelectric oscillator and electronic device 

incorporating the oscillator. Note that the piezoelectric oscillator is for use in a "cellular phone" a well 

known type of electronic device. The piezoelectric oscillator of Koichi includes a plurality of leads 17 

wherein terminals are formed. Note that Koichi is silent on whether these leads are from a plurality of 

lead frames or a single lead frame. One set of terminals are formed by the bent up (erected) leads and 

forms "connection terminals" for connection to the piezoelectric resonator structure as is clearly 

illustrated. The other terminals or mounting terminals are bent downward (Also called erected by 
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applicant.) so as to form mounting terminals or pads (Like 17b) that is fully capable of being mounted on 
a mounting board. The piezoelectric resonant structure of Koichi is formed in a sealed package like that 
of Figure 6 of Koichi and as noted above this sealed package is mounted to the connection terminals. The 
oscillator circuit 4 is formed in the IC chip 6 and is mounted on the lead frame(s) as is clearly illustrated. 
The lead frame and the IC chip is sealed in an resin package 18 such that the principal surface for the 
mounting terminals are exposed outward along the side-face of these mounting terminals (Claim 1 1). The 
bending up and down of the leads to form terminals causes these terminals to be "arrayed in tiers in a 
direction substantially perpendicular to a main plane of the lead frame as is clearly illustrated by Koichi. 
Element 14 is also shown as exposed and these terminals can be called "adjusting terminals" and are fully 
capable of being used to adjust the properties and/or confirm the conduction between the resonator and 
the connection terminals. Koichi also clearly illustrates the lid 9 (Called covering by Koichi.) as having 
the upper face thereof externally exposed. As noted above Koichi is silent on whether or not the leads 17 
are from a single lead frame or a plurality of lead frames. 

Figure 10 of Waki clearly illustrates that in the case of where the leads are bent up and bent down 
it is advantage to utilize two lead frames. One lead frame bent up and one bent down. This clearly allows 
for easier formation of the bent leads for it is easier to bend the leads in only one direction in single lead 
frame rather than being the leads in both directions in a single lead frame. Also the use of two lead 
frames to form the bend up and bent down terminals is an art recognized equivalent to the use of a single 
lead frame wherein all the leads are bent up and down. Therefore, because there two lead frame structures 
were art-recognized equivalents at the time the invention was made, one or ordinary skill in the art would 
have found ti obvious to substitute two lead frames with one having terminals bent upward and the other 
lead frame having terminals bent downward for the lead frame structure of Koichi. One of ordinary skill 
in the art would have been motivated to make the combination for it is easier to bent the leads of a single 
lead frame in one direction rather than in two direction and thus more accurate bends can be had by using 
two lead frames each bent in a respective direction as taught by Waki. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Michael B. Shingleton whose telephone number is (571) 272-1770. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Robert Pascal, can be reached on (571)272-1769. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306 and after July 15, 2005 the fax number will be 571- 
273-8300. Note that old fax number (703-872-9306) will be service until September 15, 2005. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Michael B Shin^ion 
Primary Examiner 
Group Art Unit 2817 



